REMARKS 

In the Office Action, the Examiner noted that claims 
33-3 6 and 38-69 are pending in the application; that claims 
33-36 and 38-69 are rejected; and that claim 37 is canceled 
without prejudice or disclaimer. By this response, claims 
36, 38-53 and 56, 58, 62, 63, and 66-68 continue unamended; 
claims 33, 34, 35, 54, 55, 57, 59, 60, 61, 64, 65, and 69 
are amended. In view of the following discussion, the 
Applicants submit that none of the claims now pending in the 
application is indefinite, anticipated, or obvious under the 
respective provisions of 35 U.S.C. §§112, 102, or 103. 
Thus, the Applicants believe that all of these claims are 
now in allowable form. 

REJECTION OF CLAIMS UNDER 35 U.S.C. S112 

The Examiner rejected claims 64 and 65 under 35 U.S.C. 
§112, first paragraph; and claims 57 and 59-61 under 35 
U.S.C. §112, second paragraph. The Applicants traverse the 
rejections . 

The Applicants have amended claims 57, 59-61, 64 and 65 
as indicated above. The amendments to the claims add no new 
matter and are supported in the specification as originally 
filed. For example, the Applicants' Fig. 4 clearly depicts 
a "post having a tapered series of truncated sections 
separated by serrations," as recited in claims 64 and 65. 

As such, the Applicants' request reconsideration and 
withdrawal of the 35 U.S.C. §112 rejection of claims 57, 59- 
61, 64 and 65. 

REJECTION OF CLAIMS UNDER 35 U.S.C. S102 

The Examiner rejected claims 33, 34, 38, 41, 53, and 55 
under 35 U.S.C. §102 (e) as being anticipated by Reynaud et 
al. (U.S. Patent No. 5,328,372, issued July 12, 1994) 
("Reynaud"). The Applicants traverse the rejection. 

Reynaud discloses the use of a composite material 
comprising carbon fibers embedded in an epoxy resin or 
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polyester resin. Thus, the composite material comprises the 
carbon fibers and the resin. Reynaud further discloses that 
the carbon fibers are tt continuous ... equally tensioned and 
with unidirectional longitudinal arrangement in the axis of 
the peg." (Reynaud at col. 2, line 59 - col. 3, line 2). 
In other words, Reynaud requires that all of the carbon 
fibers are axially aligned. In addition, Reynaud discloses 
that "100% of the carbon fibers are continuous from end of 
the peg to the other end of the peg." (Reynaud at col. 2, 
lines 13-19) . 

[T]he equally tensioned fibers occupy 64% of the 
total volume [of the fiber and resin composite] or 
the total weight as the density of these fibers is 
substantially equal to that of the epoxy resin. 
This very high rate of fibers gives the peg 
exceptionally high values in shear ... which 
avoid [s] any fracture of the peg. (See col. 3, 
lines 3-12) . 

In contrast, the Applicants disclose in Claim 33 a post 
which comprises glass fibers (e.g., fiberglass fibers as in 
dependent Claim 34). The Applicants' posts comprise 
specific types of glass fibers that are not disclosed by 
Reynaud . 

As noted standard composite material literature, 
composite materials made of carbon/graphite rods in a resin 
are generally stiffer and less flexible than composite 
materials made of fiberglass fibers in a resin. For example, 
according to the website of Aerospace Composite Products 
( acp-composites .com ) solid carbon rods 

"are extremely stiff and lightweight and have a very 
low coefficient of expansion. " 

Furthermore, graphite composites used in making fishing 
rods can create weak points along the rod. For example, in 
the website of stcroixrods . com , a special integrated poly 
curve to (IPC) rod eliminates inherent weak points of 
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fishing rods made of graphite and resins when rolling the 
graphite. However the IPC rods are considered stronger 
because: 

"stress is distributed along the entire blank. IPC 
tapers result in superior graphite fiber alignment along the 
length of the blank. This ensures better longitudinal 
strength because alignment is never distorted at transition 
points. It results in more uniform strength, stiffness and 
sensitivity along the entire blank shaft for vibration 
transmission and enhanced feel". 

Therefore, all other factors being equal, graphite 
composite materials have what would be a disadvantage in 
dental posts subject to longitudinal stress from biting, 
namely that stress is distributed along its entire length 
and that it has a stiffness, which is undesirable when 
flexibility is desired , as in a composite material 
endodontic post. 

In contrast, according to the website of chemposite . com 

u (t)he flexibility of fiberglass is the perfect 
material for custom shapes and forms." 

A comparison of fiberglass composite material and 
graphite composite material made of graphite and epoxy in 
the website of perf ormancecomposites . com reveals that 
graphite composite material is five times stiffer than 
fiberglass composite material. For example, a test of 
composite materials made of graphite and epoxy has a 
stiffness of 8 X 10 6 psi, while a test of fiberglass fibers 
and resin reveals that the fiberglass composite material has 
a stiffness of 1.2 X 10 6 psi. This five fold disparity occurs 
even though the densities of fiberglass composite material 
(.055 lb/in 3 ) and graphite composite material (.065 lb/in 3) 
are relatively similar. 

Moreover, a further comparison of E-glass /epoxy 
unidirectional fiberglass prepreg with AS/3501 carbon/epoxy 
unidirectional prepreg reveals wide disparities of 
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flexibility vs. stiffness of these two materials in 
Berenberg; Barry, About Composites/Plastics textbook quoted 
in the website of compos i te . about . com . E-Glass/epoxy 
unidirectional prepreg has a lower longitudinal modulus of 
elasticity of 5.7 (indicating flexibility) vs. AS/3501 
carbon/epoxy unidirectional prepreg having a modulus of 
elasticity of 20 (indicating stiffness) . 

Therefore, although stiffer carbon rod manufactured 
endodontic posts are disclosed in Reynaud, fiberglass based 
manufactured endodontic posts were not disclosed or 
suggested by Reynaud. 

Applicants' independent claims 33 and 55 each recite a 
post utilizing glass fibers. The Applicants maintain that 
this recited difference between the Applicants' invention 
and the invention disclosed by Reynaud is sufficient to 
overcome the rejection. In addition, claims 38, 41, 53 
(which depends either directly or indirectly from claim 33) 
also is not anticipated by Reynaud at least for their 
dependency upon claim 33. As such, the Applicants submit 
that the claims are not anticipated by Reynaud. Therefore, 
the Applicants request reconsideration and withdrawal of the 
anticipation rejection of the claims. 

REJECTION OF THE CLAIM UNDER 35 U.S.C. 5103 

The Examiner rejected under 35 U.S.C. §103 (a) claims 
35, 36, 42-50, 54, and 56-69 as being unpatentable over 
Reynaud; claim 39 as being unpatentable over Reynaud in view 
of Al Kasem (U.S. Patent No. 5,326,264, issued July 5, 
1994) ; claim 51 as being unpatentable over Reynaud in view 
of Kennard (U.S. Patent No. 3,903,603, issued September 9, 
1975) ; and claim 52 as being unpatentable over Reynaud in 
view of Weissman (U.S. Patent No. 5,326,263, issued July 5, 
1994). The Applicants traverse the rejections. 
A. Claims 35, 36, 40, 42-50, 54, and 59-69 

The Examiner rejected under 35 U.S.C. §103 (a) claims 
35, 36, 42-50, 54, and 56-69 as being unpatentable over 
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Reynaud. The arguments presented against Reynaud with 
respect to the anticipation rejection are also applicable 
with respect to the instant rejection. As such, the 
Applicants incorporate those arguments herein. 

Reynaud addresses the problem of matching the 
properties of a tooth. One of the problems addressed by the 
Applicants is also to match the properties of a tooth (to 
prevent cracking) . The Applicants submit that Applicants 
solve this problem in such a way that teaches away from 
Reynaud. Specifically, the Applicants utilize fibers (i.e., 
fiberglass) that are different than the carbon fibers 
disclosed by Reynaud. The Applicants submit that the 
Examiner has looked at the problems solved and used 
impermissible hindsight to conclude that the Applicants 
invention is obvious. The Applicants submit that different 
materials have different characteristics (e.g., different 
modulus of elasticity) and that the shape of the post is 
designed in accordance with the properties of the materials 
used. In addition, the Applicants submit that there" is 
nothing in Reynaud that suggests using fiberglass to make 
posts . 

As such, the Applicants submit that because claims 33 
and 55 utilize glass fibers these claims are not obvious in 
view of Reynaud. In addition, claims 34, 35, 36, 40, and 
42-50 (which depends either directly or indirectly from 
claim 33); and claims 54 and 56-69 (which depends either 
directly or indirectly from claim 55) are also not obvious 
in view of Reynaud. Therefore, the Applicants request 
reconsideration and withdrawal of the obviousness rejection 
of the claims . 
B. Claim 39 

The Examiner rejected claim 39 as being unpatentable 
over Reynaud in view of Al Kasem. The Applicants 
incorporate the previous arguments regarding Reynaud as 
arguments against the rejection of claim 39. The addition 
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of Al Kasem does not correct the short-comings of Reynaud. 
For example, Al Kasem does not disclose utilizing posts 
having glass fibers. Claim 39 also contains posts having 
glass fibers (due to its dependency upon claim 33). As 
such, the Applicants maintain that Reynaud and Al Kasem 
either individually or in any reasonable combination do not 
render the Applicants' invention obvious. The Applicants 
request reconsideration and withdrawal of the obviousness 
rejection of claim 39. 
C» Claim 51 

The Examiner rejected claim 51 as being unpatentable 
over Reynaud in view of Kennard. The Applicants incorporate 
the previous arguments regarding Reynaud as arguments 
against the rejection of claim 51. The addition of Kennard 
does not correct the short-comings of Reynaud. For example, 
Kennard does not disclose utilizing posts having glass 
fibers. Claim 51 also contains posts having glass fibers 
(due to its dependency upon claim 33. As such, the 
Applicants maintain that Reynaud and Kennard either 
individually or in any reasonable combination do not render 
the Applicants' invention obvious. The Applicants request 
reconsideration and withdrawal of the obviousness rejection 
of claim 51. 
D. Claim 52 

The Examiner rejected claim 52 as being unpatentable 
over Reynaud in view of Weissman. The Applicants 
incorporate the previous arguments regarding Reynaud as 
arguments against the rejection of claim 52. The addition 
of Weissman does not correct the short -comings of Reynaud. 
For example, Weissman does not disclose utilizing posts 
having glass fibers. Claim 52 also contains posts having 
glass fibers (due to its dependency upon claim 33. As such, 
the Applicants maintain that Reynaud and Weissman either 
individually or in any reasonable combination do not render 
the Applicants' invention obvious. The Applicants request 
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reconsideration and withdrawal of the obviousness rejection 
of claim 52 . 



Thus, Applicant submits that none of the claims 
presently in the application are indefinite, anticipated, or 
double-patented under the respective provisions of 35 U.S.C. 
§§ 112, 102, or 101. Consequently, the Applicant believes 
that all these claims are presently in condition for 
allowance. Accordingly, both reconsideration of this 
application and its swift passage to issue are earnestly 
solicited. 

If., however, the Examiner believes that there are any 
unresolved issues requiring the issuance of a final action 
in any of the claims now pending in the application, it is 
requested that the Examiner telephone the undersigned Alfred 
M. Walker, at (631) 361-8737 so that appropriate 
arrangements can be made for resolving such issues as 
expeditiously as possible. 



CONCLUSION 




Respectfully submitted, 



Dated: August 13, 2004 



Alfred M. Walker 



Reg. No. 29,983 



Attorney for the Applicants 



225 Old Country Road 
Melville, NY 11747-2712 
631-361-8737 
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I hereby certify that this correspondence is being 
deposited with the United States Postal Service as Express 
Mail #EV401839260US addressed to Commissioner for Patents, 
P.O. Box 1450, Alexandria, VA 22313-1450 on the date 
indicated below. 



Date: August 13, 2004 




Alfred Walker 
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Bradford J. Badke (BB-1335) 
David F. Owens (DO-4776) 
Lisa B. Deutsch (LD-8190) 
DEWEY BALJLANTINE LLP 
1301 Avenue of the Americas 
New York, New York 10019-6092 
(212)259-8000 

Attorneys for Plaintiffs 
Dr. Robert Sicurelli and Dr. Samuel Masyr 

UNTIED STATES DISTRICT COURT 
EASTERN DISTRICT OF NEW YORK 

DR. ROBERT SICURELLI 
and DR. SAMUEL MASYR, 

Plaintiffs, 

vs. 

JENERIC/PENTRON INC, 

Defendant. 

Plaintiffs Dr. Robert Sicuielli and Dr. Samuel Masyr, for their Complaint against 
defendant Jeneric/Pentron Inc. ("Jeneric/Pentron"), alleges as follows: 

1. This Court has subject matter jurisdiction of this action, which arises under 
the patent laws of the United States, pursuant to 28 U.S.C. §§ 1331 and 1338(a). 

2. Venue is proper in this district under 28 U.S^C. §§ 1391(b), (c) and 1400(b). 

3. Plaintiff Dr. Robert Sicurelli is a named inventor of each of the patents in 
suit. He practices dentistry and prosthodontics in Brooklyn, New York. He has been in practice 
for 18 years. 

4. Plaintiff Dr. Samuel Masyr is a named inventor of each of the patents in 
suit He practices dentistry and endodontics in Brooklyn, New York. He has been in practice for 
31 years. 



Civil Action No. 03- 

COMPLAINT AND 
DEMAND FOR JURY TRIAL 



5. Dr. Sicurelli and Dr. Masyr jointly own all right, title and interest in and to 
each of the patents in suit. 

6. Defendant Jeneric/Pentron, a Connecticut corporation having its principal 
places of business in Wallingfoid, Connecticut, is doing business and has carried out substantia] 
trade and business within this judicial district and throughout the State of New York. 

CAUSE OF ACTION FOR PATENT INFRINGEMENT 

7. United States Patent No. 5,518399 for METHOD OF RESTORING! 
ENDODONTICALLY-TREATED TOOTH (the "*399 patent"), a copy of which is annexed 
hereto as Exhibit A, was duly and legally issued on May 21, 1996, and Dr. Sicurelli aad Dr. 
Masyr jointly own all right, title and interest in and to that patent 

8. United States Patent No. 5,741,139 for FLEXIBLE POST IN A DENTAL 
POST AND CORE SYSTEM (the 139 patent"), a copy of which is annexed hereto as Exhibit 

B, was duly and legally issued on April 21, 1998, and Dr. Sicurelli and Dr. Masyr jointly own 
all right, tide and interest in and to that patent. 

9. United States Patent No. 5,915,970 for H^XIBLE POST IN A DENTAL 
POST AND CORE SYSTEM (the "'970 patent"), a copy of which is annexed hereto as Exhibit 

C, was duly and legally issued on June 29, 1999, and Dr. Sicurelli and Dr. Masyr jointly own all 
right, title and interest in and to that patent. 

10. United States Patent No. 5,919,044 for FLEXIBLE POST IN A DENTAL 
POST AND CORE SYSTEM (the "'044 patent"), a copy of which is annexed hereto as Exhibit 

D, was duly and legally issued on July 6, 1999, and Dr. Sicurelli and Dr. Masyr jointly own all 
right, title and interest in and to that patent. 

11. United States Patent No. 6,371,763B1 for FLEXIBLE POST IN A 
DENTAL POST AND CORE SYSTEM (the "'763 patent") , a copy of which is annexed hereto 
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as Exhibit E, was duly and legally issued on April 16, 2002, and Dr. Sicurelli and Dr. Masyr 
jointly own all right, title and interest in and to that patent 

12. The patents in suit all relate to an endodontal device known as a dental post. 

13. Devices known as dental posts are used by dentists and endodontists to 
restore teeth that have had root canal treatment Traditionally, dental posts have been made of 
metals, which presents problems of discoloration of the crown or inlay, as well as problems 
associated with the propensity to fracture because metal dental posts are often less elastic and 
flexible than the natural dentin in the tooth itself. The patents in suit relate to innovative 
fiberglass-reinforced dental posts. 

14. The dental posts disclosed and claimed in the patents in suit have flexibility 
that closely mimics that of the tissue of a natural tooth. They are also transparent or tooth 
colored, which is far superior cosmetically because there is no discoloration of the crown or 
inlay. 

15. These inventions promote the restoration of endodontically treated teeth 
previously classified as hopeless due to extreme loss of tooth structure and provide several other 
significant advantages over the previously known technology, including, among other benefits, 
the reduction of: 

a) the time and equipment needed during a procedure (thus lessening 
the risk of perforating or fracturing the root canal during placement 
of the post), 

b) susceptibility for tooth fracture, and 

c) the mechanical weakening of tooth structure (by relieving stress 
concentrations). 

16. Consequently, the inventions disclosed and claimed in the patents in suit 
have revolutionized the dental post market, received widespread acclaim among dentists and 
endodontists and achieved commercial success. 
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17. Without authority or license from Dr. Sicurelli and Dr. Masyr, 
Jeneric/Pentron began to manufacture, use, offer for sale and sell flexible fiberglass dental posts 
and associated products, including, but not limited to, the FibreKot® post system (the 
"RbreKoO, which embody the inventions disclosed and claimed in the patents in suit. 

18. Dr. Sicuxelli and Dr. Masyr informed Jeneric/Pentron of its infringing 

activities. 

19. Jeneric/Pentron declined to cease its infringement of the patents in suit and 
failed to engage in good faith negotiations to compensate Dr. Sicurelli and Dr. Masyr for its 
infringement. 

20. Instead, Jeneric/Pentron threatened Dr. Sicurelli and Dr. Masyr with a 
frivolous lawsuit if Dr. Sicurelli and Dr. Masyr began manufacturing, offering and selling 
products practicing any of their own patents. 

21. Upon information and belief, Jeneric/Pentron had no good faith basis to 
believe that any such product would in fact infringe any patent owned by Jeneric/Pentron, but 
made this threat for the purpose of intimidating Dr. Sicurelli and Dr. Masyr and dissuading them 
from introducing onto the market a product that would be superior to any product related to 
patents owned by Jeneric/Pentron. 

22. Upon information and belief, Jeneric/Pentron manufactures for others dental 
posts that infringe the patents in suit 

23. Jeneric/Pentron has infringed, and continues to infringe, the patents in suit in 
this judicial district and elsewhere throughout the United States, by making, using, offering to 
sell, and selling flexible fiberglass dental posts and associated products, including, but not 
limited to, the FibreKor, which embody inventions disclosed and claimed in those patents, by 
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actively inducing others to infringe those patents, and by contributing to the infringement of 
those patents, all without authority or license from Dr. Sicurelli and Dr. Masyr. 

24. Jeneric/Pentron has willfully infringed the patents in suit 

25. Hiis is an "exceptional case" within the meaning of 35 U.S.C. § 285. 

26. As a result of said infringement by Jeneric/Pentron, Dr. Sicurelli and 
Dr. Masyr have been damaged in an amount to be determined at trial and have suffered and will 
continue to suffer irreparable injury unless Jeneric/Pentron is enjoined from further infringement 

PRAYER FOR mm 
WHEREFORE, Dr. Sicurelli and Dr. Masyr demand judgment against 
Jeneric/Pentron as follows: 

a. Hiat Jeneric/Pentron has been and is infringing, contributing to the 
infringement of, and actively inducing infringement of each of the '399, '139, '970, '044 and 
'763 patents by making, using, offering for sale, and/or selling the HbreKor, 

b. That Jeneric/Pentron, its officers, employees, agents, servants and attorneys, 
and all others in active concert or participation with it or under its authority be permanently 
enjoined from making, using, offering for sale, and selling infringing flexible fiberglass posts 
and from otherwise infringing, contributing to infringement and actively inducing infringement 
of the '399, ■ 139, *970, '044 and '763 patents; 

c. For an accounting of damages to Dr. Sicurelli and Dr. Masyr arising from 
acts of infringement, contributory infringement and active inducement of infringement by 
Jeneric/Pentron, including profits made by Jeneric/Pentron and lost by Dr. Sicurelli and 
Dr. Masyr as a result of the activities of Jeneric/Pentron but in no event less than a reasonable 
royalty; 



d* For an award to Dr. Sicurelli and Dr. Masyr of the actual damages so 
ascertained, together with interest and costs, in accordance with 35 U.S.C. § 284; 

e. That Dr. Sicurelli and Dr. Masyr be awarded treble damages pursuant to 
35US.G§284;and 

f . For such other and further relief as the Court deems just and proper. 

DEMAND TOR JURY TRIAL 
Dr. Sicurelli and Dr. Masyr demand thai by jury of all issues in this action so 

triable. 

Dated: September 26, 2003 
New York, New York 



Respectfully submitted, 



By:£_* 



DEWEY 




1301 Avenue of the Americas 
New York, New York 10)19-6092 
Telephone (212) 259-8000 



Attorneys for Plaintiffs Dr. Sicurelli and Dr. Masyr 
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UNITED STATBS DISTRICT COURT 
EASTERN DISTRICT OF NEW YORK 



AUS 1 3 2004 w . c wte.o.vy_ 
* * NOV 13 2083 * 



DR. ROBERT SICURBLU and 
DR. SAMUEL MASYR, 

Plaintiffs, 

-against 

JENERIC/PENTRON INC., 
Defendant 



Civil Action No. CV-03-4934 
(CBA)(SMG) 



DEFENDANT'S ANSWER AND 
COUNTERCLAIMS 

JURY TRIAL DEMANDED 



Defendant Jcneric/Pentron, lac. (hereinafter "Pentron) answers the Complaint of 
the Plaintiffs Dr. Robert SIcurelli and Dr. Samuel Masyr as follows: 



1. 
2. 
3. 



4. 



Admitted. 
Admitted; 

Pentron admits Dr. Robert Sicurelli is listed as a named inventor on each of the 
patents in. suit. Further answering, Pentron denies knowledge or information 
sufficient to form a belief as to die truth of the remaining allegations of paragraph 
3 of the Complaint. 

Pentron admits Dr, Samuel Masyr is listed as a named inventor on each of die 
patents in suit Further answering, Pentron denies knowledge or information 
sufficient to form a belief as to the remaining allegations of paragraph 4 of the 



Pentron denies knowledge or information sufficient to form a belief as to the 
allegations of paragraph 5 of the Complaint. 
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6. Pentron denies the allegations set forth in paragraph 6 of the Complaint, except 
admits that it is a Connecticut corporation having its principal place of business in 
Wallingford, Connecticut and previously carried out substantial trade and 
business within this judicial district and within the State of New York. 

7. Pentron admits a copy of ILS. Patent No. 5,518399 (the w <399 Patent") was 
attached to the Complaint as Exhibit A. Further answering, Pentron denies 
knowledge or information sufficient to form a belief as to the remaining 
allegations of paragraph 7 of the Complaint 

8. Pentron admits a copy of US. Patent No. 5,741,139 (the " *139 Patent") was 
attached to the Complaint as Exhibit & Further answering, Pentron denies 

knowledge or information sufficient to form a belief as to the remaining 

-I 

allegations of paragraph 8 of the Complaint, 
j 9. Pention admits a copy of US. Patent No, 5,915,970 (tbe " *970 Patent") was 

attached to the Complaint as Exhibit C. Further answering, Pentron denies 
knowledge or information sufficient to form a belief as to the remaining 
allegations of paragraph 9 of the Complaint 

10. Pentron admits a copy of U.S. Patent No. 5,919,044 (the w c 044 Patent") was 
attached to the Complaint as Exhibit D. Further answering, Pentron denies 
knowledge or information sufficient to fonn a belief as to the remaining 
allegations of paragraph 10 of the Complaint 

11. Pention admits a copy of U.S. Patent No. 6,371,763 (the w '763 Patent") was 
attached to the Complaint as Bxhibit B, Further answering, Pentron denies 
knowledge or information sufficient to form a belief as to the remaining 



11/ xo/cvu* xxivo FAS 21224«9141 



DRINKER B I DDLS & RBA1H 



@004 



allegations of paragraph 1 1 of die Complaint 

12. Pentron denies the allegations set forth in paragraph 12 of the Complaint, except 
admits that certain of the patents appears to relate to dental posts and defendant 
Jentron respectfully refers tins Court to the patents in suit as they are documents 
which speak for themselves. 

13. Pentron denies the allegations set forth in paragraph 13 of the Complaint, except 
admits devices known as dental posts are used by dentists and endodontists to 
restore teeth that have had root canal treatment 

14. Denied. 

15. Denied. 

16. Denied. 

17. Denied. 

18. Pentron admits it was contacted by representatives of Dr. Sicurelli and Dr. Masyr 
concerning an allegation of infringement Pentron denies the remaining 
allegations contained in paragraph 18 of the Complaint 

19. Denied. 

20. Denied, 

21. Denied. 

22. Denied, 

23. Denied. 

24. Denied. 

25. Denied. 

26. Denied. 

3 
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AS AND FOR A FIRST AFFIRMATIVE DEFENSE: 

27. Hie Complaint finis to state a claim for which relief can be granted. 

AS AND FOR A SECOND AFFIRMATIVE DEFENSE: 

28. Peotxun has not been infringing and is not infringing, actively inducing others to 
infring e, or contributing to the inftingement, of any of the claims of any of the 
patents in suit 

AS AND FOR A THIRD AFFIRMATIVE DEFENSE: 

29. By reason of the proceedings in the United States Patent and Trademark Office 
during the prosecution of the applications that resulted in the patents in suit, 
including statements, arguments, amendments to the claims made during said 
prosecution by or on behalf of the patentees, Plaintiffs axe estopped to assert that 
Pentron infringed or is infringing the patents in suit 

AS AND FOR A FOURTH AFFIRMATIVE DEFENSE : 
301 The patents in suit are invalid under 35 UJS.C. §§ 102, 103, and 1 12. 

AS AND FOR A FIFTH AFFIRMATIVE DEFENSE; 
3L The Plaintiffs ate guilty of laches and/or arc otherwise estopped from asserting 
the patents m suit. 
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COUWTERC^ABtfS 
COUNT I 

(Declaratory Judgment of Invalidity and Non-infringement of U.S. Patent No. 5,518,399) 

32. Counterclaim-PIaintifiF Jeneric/Pefitron lac. (hereinafter ^^Defendant/Coimter- 
claim-Plaintifi") is a corporatioa organized and existing under the laws of the 
State of Connecticut with its principal place of business in Wallingfbrd, 
Connecticut 

33. Coimterclaim-Defendatit Dr. Robert Sicurelli CSicmeHfO is a dentist and 
prosthodontist practicing in Brooklyn, New Yoik Counterclaim-Defendant Dr. 
Samuel Masyr C*Masy!")is a dentist and endodontic practicing in Brooklyn, New 
Yorfc (Collectively, "Sicurelli" and "Masyr" are known as **PlaintiiB/Counter- 
claim-Dcfendants"). 

34. Defendant/Coimtewlaim-Plaintiff repeats and realleges the allegations contained 
in paragraphs 1 through 31 of this Answer and incorporates them into Count I by 
reference, 

35. This is an action for Declaratory Judgment pursuant to 28 U.S,C. § 2201, for the 
purpose of determining a question of actual controversy between 
PlaxntififeA^ounterclaim-Defendants and Defendant/Ojunterclaim-Plaintffil 

36. This Court has jurisdiction over this action pursuant to the provisions of 28 U.S.C 
§§1331 and 1338 in that the action arises under (he Patent Laws of the United 
States, Title 35, United States Code. 

37. In light of the actual controversy existing between Defendant/Counteiclaim- 

5 
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Plaintiff and Plaintiffi/Cpimterolaim-Defcttdaats by virtue of the Complaint filed 
by Plaintifi^Cbuirterol De£^d$ttt/Coimterclaim*P1aintifr is 

entitled to a judgment declaring that Defend^Coimterclaim-Plaintifif does not 
infringe the *399 Patent and that the *399 Patent is invalid 

count n 

(Declaratory Judgment of Invalidity and Non-ininngement of U.S. Patent No. 5,741,139) 

38. DefendantfOnmtcKd^ and realleges the allegations contained 
in paragraphs 1 through 35 of this Answer and incorporates them into Count II by 
reference. 

39. Tbis is an action for Declaratory Judgment pursuant to 28 UJS.C. § 2201, for the 
purpose of determining a question of actual controversy between 
Plaind£I^Counterclaim-Defemlant« andDefendant/Coimterclaim-Plaintia: 

40. This Court has jurisdiction over this action pursuant to the provisions of 28 U.S.Q. 
§§1331 and 1338 in that the action arises under the Patent laws of the United 
States, Title 35, United States Code. 

41. In light of tiie actual controversy wasting between Defendant/Counterclaim- 
Plairitiff and Plaiuti£^0)unterdaim-Defettdants by virtue of the Complaint filed 
by Plaintifl^Counterclam^ Defcodant/C^unterclaim-Pldnt^ is 
entitled to a judgment declaring that ^feudant/C^umerclaim-Plaintiff does not 
infringe (he '399 Patent and that the '399 Patent is invalid 
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(Declaratory Judgment of Invalidity and Non-infringement of U.S. Patent No. 5,915,970) 

42, Deftndant/Counterclaira-Plamtiff repeats and realleges the allegations contained 
jn paragraphs 1 through 39 of this Answer and incorporates them into Count in 
by reference, 

43, Ttns is an action for Declaratory Judgment pursuant to 28 U.S.C. § 2201, for the 
purpose of determining a question of actual controversy between 
Plaintif^Ctounteiclaini-Defendants and DefciidantA^xmtercIaim-Plaintifr. 

44* Tins Court has jurisdiction over this action pursuant to the provisions of 28 U.S.C. 
§§1331 and 1338 in that the action arises under the Patent Laws of the United 
States, Title 35, United States Code. 

45. In light of the actual controversy existing between Defendant/Counterclaim- 
Plaintiff and Plamti^CounterolBim-De&ndants by virtue of the Complaint filed 
by PlaintifWCovuiterclaim-Defendants, Defendant/Coimterclaim-PIaintiff is 
entitled to a judgment declaring that Def^dant/Coimterclaim-Plaintiff does not 
in&inge the *399 Patent and that the '399 Patent is invalid. 

COUNT IV 

{Declaratory Judgment of Invalidity and Non-infringement of U.S. Patent No, 5,919,044) 

46. Defendant/Ccnarterolaim-Plaintiff repeats and tealleges the allegations contained 
in paragraphs 1 through 43 of this Answer and incorporates them into Const IV 
by reference, 

47. This is an action for Declaratory Judgment pursuant to 28 U.S.G, 5 2201 , for the 
purpose of . determining a question of actual controversy between 

7 
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Plaintiffe/Countero 

48. 1W$ Court has jurisdiction over this action pursuant to the provisions of 28 U.S.C. 
§§1331 and 1338 in that the action arises under the Patent Laws of the United 
States, Trtle 35, United States Code. 

49. In light of the actual controversy existing between Defcndant/Counterclaim- 
Plaintiff and PlamtifiEB/Ck>unt^laim-Defeidants by virtoe of the Couqjlairrt filed 
by Plamtifi^Ctowterol^ Defoidant/C^iinteicIaiin-P)am is , 

t entitled to a judgment declaring that Defeiidani/CcMmtexcl does not 

infiinge the *399 Patent and that the '399 Patent is invalid 

(Declaratory Judgment of Invalidity and Non-infiiogement U.S. Patent No. 6,371/763) 

50. Defendant/Counterclaim-PIaintiff repeats and realleges the allegations contained 
in paragraphs 1 through 47 of this Answer and incorporates fhetn into Count V by 
reference. 

51. This i$ an action for Declaratory Judgment pursuant to 28 UJS,C. § 2201, for (he 
purpose of determining a question of actual controversy between 
PlaintifWCtouriterolaim-Defendants and Defendant/CounterclainhPlaintifif. 

52. This Court has jurisdiction over Oris action pursuant to the provisions of 28 U,S.C. 
§§1331 and 1338 in that the action arises under the Patent Laws of the United 
States, Title 35, United States Coda 

53. In light of the actual controversy existing between Defendant/Counterclaim- 
Plaintiff and P)ainbWQ>unterolaim-Dcfciidants by virtue of the Complaint filed 
by Plaintiflfe/^unt^Iaim-^ Defendant/Counterclaim-Waintiff is 
entitled to a judgment declaring that Defendant/Counterclaim-Plaintiff does not 
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infringe the '399 Patent and that the *399 Patent is invalid 
WHEREFORE, the Defendant/to^ judgment: 

A. That the Complaint be dismissed with prejudice; 

B. That tile ItefeiuJant/Couttte^ be awarded judgment in its favor 
on its Counterclaims; 

C That on Count I of the Defradant/tounterclaim Plaintiffs Counterclaim for 
declaratory judgment concerning the '339 Patent, the Court declares that the 
'339 Patent is invalid and that Dej^da^Count«relaira-Plaintiff does not 
infringe any claim of die '339 Patent; 

D. That on Count D of the Defondant/ttumerc^ Counterclaim for 

declaratory judgment concerning the '139 Patent, the Court declares that the 
•139 Patent is invalid and that Defendant/Countcrclaim-Plaintiff does not 
infringe any claim of the '139 Patent; 

R That on Count JH of the Defendant/Counterclaim-PIaiutiffs Counterclaim for 
declaratory judgment concerning the '970 Patent, the Court declares that tie 
'970 Patent is Invalid and that ttefendant/Counterclaim-Plain^ does not 
infringe any claim of the *970 Patent; 

F. That on Count IV of die Defhidant/Ccunterd^^ Counterclaim for 
declaratory judgment concerning the '044 Patent, the Court declares that the 
*<M4 Patent is invalid and that Defendant/taunts does not 
infringe any claim of the *044 Patent; 

G. That on Count V of the Defcndant/Counterclaim-PlaintifPs Counterclaim for 
declaratory judgment concerning the '763 Patent, the Court declares that the 
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*763 Patent is invalid and that Defendaj^<^uutwlaita-Plaiiitiff does not 
infringe any claim of the *763 Patent; 

H. That the Court declare this matter lo be an exceptional case within the 
meaning of 35 U.S.G §2*5; 

I. That the Court award Defendant/(^miterclaini'Plainti£f ltd costs and expenses 
included therein, including reasonable attorneys' fees; and 

J. That the Court award Dcfendant/Coitnlerclabn-PlaintiGr such other and farther 
relief as the Court deem just and proper. 

Dated: New York, New York 
November 12, 2003 

0 



William J. Cass, Esq. 
Andrew C Ryan, Esq. 
CANTOR COLBURN LLP 
55 Griffin Road 

Sooth Bloomfield> Connecticut 06002 
(8*0)286-2929 



DRINKER BIDDLB & REATH LLP 

Charles D. Denohoe (CD-5HS5) 
Kathleen A. Donohue (KD-5283) 
30 Broad Street, 30th Floor 
New York, New York 1 0004 
(212)248-3140 
Attorneys for Defendant/ 
Connteivlaait-Plaintiff 
Jeneric/Pentron Inc. 
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TO: Bradford* Badke(BB-1335) 
Dw& F Owens (D04776) 
Lisa B. Dentsch (LD-8190) 
DEWEY BALLANT1NE LLP 
1301 Avenac of the Americas 
New Yoik, New York 10019-6092 
(212) 259-8000 
Attorneys for Plaintiffs/ 
Gouotaroi«JD>I>efeDdfiiits 
Dr Robert SicOTolIi 
and Dr. Samuel Masyr 
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UNTIED STATES DISTRICT COURT 
EASTERN DISTRICT OF NEW YORK 



DR. ROBERT SICURBLU and 
DR. SAMUEL MAS YR, 

Plaintifife, 

-against 

JENERIC/PENTRON INC., 
Defendant 



Defendant Jmeric/Pentron, lac. (hereinafter "Pentron) answers the Complaint of 
the Plaintiflfe Dr. Robert Sicurelli md Dr. Samuel Masyr as follows: 

1. Admitted. 

2. Admitted, 

3. Pentron admits Dr. Robert Sicurelli is listed as a named inventor on each of the 
patents in, suit. Further answering, Pentron denies knowledge or information 
sufficient to form a belief as to the truth of the remaining allegations of paragraph 
3 of the Complaint 

4* Pentron admits Dr. Samuel Masyr is listed as a named inventor on each of die 
patents in suit Further answering Pentron denies knowledge or information 
sufficient to form a belief as to the remaining allegations of paragraph 4 of the 
Complaint 

5. Pentron denies knowledge or information sufficient to form a belief as to the 
allegations ofparagraph 5 of the Complaint. 



* MOV 13 28(8 * 
BROOKLYN OFRCS 



Civil Action No. CV-03-4934 
(CBA)(SMO) 



DEFENDANT'S ANSWER AND 
COUNTERCLAIMS 

JURY TRIAL DEMANDED 
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6. Pentron denies the allegations set forth in paragraph 6 of the Complaint, except 
admits that it is a Connecticut corporation having its principal place of business in 
Wallingford, Connecticut and previously carried out substantial trade and 
business within Ms judicial district and within the State of New York. 

7. Pentron admits a copy of U.S. Patent No. 5,518,399 (the " 399 Patent") was 
attached to the Complaint as Exhibit A. Farther answering, Pentron denies 
knowledge or information sufficient to form a belief as to the remaining 
allegations of paragraph 7 of the Complaint 

8. Pentron admits a copy of U-S. Patent No. 5,741,139 (the " '139 Patent") was 
attached to the Complaint as Exhibit B, Further answering, Pentron denies 
knowledge or information sufficient to form a belief as to the remaining 
allegations of paragraph 8 of the Complaint. 

\ 9. Pentron admits a copy of U.S. Patent No. 5,915,970 (the " '970 Patenf*) was 

attached to the Complaint as Exhibit C. Further answering, Pentron denies 
knowledge or information sufficient to form a belief as to the remaining 
allegations of paragraph 9 of the Complaint 

10. Pentron admits a copy of U.S. Patent No. 5,919,044 (the " c 044 Patent") was 
attached to the Complaint as Bxhibit D. Further answering, Pentron denies 
knowledge or information sufficient to form a belief as to (he remaining 
allegations of paragraph 10 of the Complaint 

XI. Pentron admits a copy of U.S. Patent No. 6.371J63 (the " '763 Patenf) was 
attached to the Complaint as Bxhibit B. Further answering, Pentron denies 
knowledge or information sufficient to form a belief as to the remaining 
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allegations of paragraph 1 1 of the Complaint 

12. Pcntron denies the allegations set forth in paragraph 12 of the Complaint, except 
admits that certain of the patents appears to relate to dental posts and defendant 
Jentnm respectfully refas this Court to the patents in suit as they are documents 
which speak for themselves. 

13. Pcntron denies the allegations set forth in paragraph 13 of the Complaint, except 
admits devices known as dental posts are vised by dentists and ondodontists to 
restore teeth that have had root canal treatment 

14. Denied. 

15. Denied* 

16. Denied. 

17. Denied. 

18. Pentron admits it was contacted by representatives of Dr. Sicumlli and Dr. Masyr 
concerning an allegation of infringement Pentron denies the remaining 
allegations contained in paragraph 18 of the Complaint 

19. Denied. 

20. Denied, 

21. Denied. 

22. Denied 

23. Denied. 

24. Denied. 

25. Denied 

26. Denied. 
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AS AND FOR A FIRST AFFIRMATIVE DEFENSE: 

27 . The Complaint feils to state a claim for which relief can be granted 

AS AND FOR A SECOND AFMRMATTVE DEFENSE: 

28. Perrtron has not been infiingmg and is not infringing, actively inducing others to 
infringe, or contributing to the inftingement, of any of the claims of any of the 
patents in suit 

AS AND FOR A THIRD AFFIRMATIVE DEFENSE: 

29. By reason of the proceedings in the United States Patent and Trademark Office 
during the prosecution of the applications that resulted in the patents in suit, 
including statements, arguments, amendments to the claims made during said 
prosecution by or on behalf of the patentees, Plaintiffs are estopped to assert that 
Pentron infringed or is infringing the patents in suit 

AS AND FOR A FOURTH AFFIRMATIVE DEFENSE: 
301 The patents to suit ate invalid under 35 ILS,C.§§ 102, 103, and 112. 

AS AND FOR A FIFTH AFFIRMATIVE DEFENSE ; 
31. The Plaintiffs are guilty of laches and/or arc otherwise estopped from assorting 
the patents in suit 
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COUNTERCLAIMS 
COUNT I 

(Declaratory Judgment of Invalidity and Non-inftingement of U.S. Patent No. 5,518,399) 

32. Cfcunteixdaim-PIaintiff Jeneric/Pentron lac. (hereinafter ^Defendant/Counter- 
claim-Plaintiff') is a corporation organized and existing under the laws of the 
Stale of Connecticut with its principal place of business in Wallingfbid, 
Connecticut 

33. Counterclaim-Defendant Dr. Robert Sicurelli C&cuieflf 1 ) is a dentist and 
prosthodontist practicing in Brooklyn, New York. Counterclaim-Defendant Dr. 
Samuel Masyr C*Masyr")is a dentist and endodontist practicing in Brooklyn, New 
York, (Collectively, "Sicurelli" and "Masyr" are known as ^lauitiCfe/Counter- 
claim-Defegcidants"). 

34. Defendanl/C^xmteaxjlaim-Plamtifif repeats and realleges the allegations contained 
in paragraphs 1 through 31 of this Answer and incorporates them into Count I by 
reference. 

35. This is an action for Declaratory Judgment pursuant to 28 U.S.C. § 2201, for the 
purpose of determining a question of actual controversy between 
Plamti£&/Cowitetcla^ and Defmdant/(>)untoclaim-PlaintifF. 

36. This Court has jurisdiction over this action pursuant to the provisions of 28 U.S.C. 
§§1331 and 1338 in that the action arises under (he Patent Laws of the United 
States, Title 35, United States Code. 

37. In light of the actual controversy existing between Defendant/Counterolaim- 
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Plaintiff and Plaintiffi/Cpunt^ by virtue of the Complaint filed 

by Plaintifis/Coi^ De^dont/Counterclaim-Plaiiitiff is 

entitled to a judgment declaring that Def^ant/Counterclaim-Plaintilf does not 
infringe the 4 399 Patent and feat the *399 Patent is invalid 

count n 

(Declaratory Judgment of Invalidity and Non-infnngement of U.S. Patent No. 5,741,139) 

38. Defendant/Ckmntcrclainb-P W repeats and realleges the allegations contained 
in paragraphs 1 through 35 of this Answer and incorporates them into Count II by 
reference. 

39. THs is an action for Declaratory Judgment pursuant to 28 UJS.C. § 2201, for the 
purpose of determining a question of actual controversy between 
Plaindffs/Countra^ and Defcndant/C^imterclaiiu-Plaintia; 

40. This Court has jurisdiction over this action pursuant to the provisions of 28 U.S.Q. 
§§1331 and 1338 in that the action arises under toe Patent Laws of the United 
States, Tide 35, United States Code. 

41. In light of the actual controversy existing between Defendant/Counterclaim- 
Plaintiff and Plarotifl^Ckunterda^^ by virtue of the Complaint filed 
by Plamtifl^Counterc^ Defendant/Counterclaim-Plmntiflf is 
entitled to a judgment declaring that Defe\danVO)untcrclaim-PlaintifiF does not 
infringe (he '399 Patent and that the '399 Patent is invalid. 
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(Declaratory Judgment of Invalidity and Non-infringement of U.S. Patent No. 5,915,970) 

42, De^danVCouiitavlaica-PlaiTitiff repeats and realleges the allegations contained 
M paragraphs 1 through 39 of this Answer and incorporates them into Count in 
by reference. 

43, This is an action for Declaratory Judgment pursuant to 28 U.S-C § 2201, for the 
purpose of determining a question bf actual controversy between 
Plaintif&/0nmt^ and Defaatdant/Ckunt^ 

44, This Court has jurisdiction over this action pursuant to the provisions of 28 U.S.C. 
§§1331 and 1338 in that the action arises under the Patent Laws of the United 
States, Title 35, United States Code. 

45* In light of the actual controversy existing between Defendant/Counterclaim- 
Plaintiff and PlaintifiyCtounteiolaim-Defbndants by virtue of die Complaint filed 
by PlaintifWCoiuiterclaim-Dcfendants > Defendant/Counterclaim-PlaintijEf is 
entitled to a judgment declaring that De^danl/Qmnterclaim-PIaintiff does not 
inftinge the *399 Patent and (hat the '399 Patent is invalid. 

COUNT IV 

(Declaratory Judgment of invalidity atxi Non-infringement of U.S. Patent No. $.919,044) 

46. I^fendanVCtounteiclaim-Plainliff repeats and realleges the allegations contained 
in paragraphs 1 through 43 of this Answer and incorporates them into Count IV 
by reference, 

47. This is an action for Declaratory Judgment pursuant to 28 U.S.C. $ 2201 , for the 
purpose of determining a question of actual controversy between 
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48. This Court has jurisdiction over this action pursuant to the provisions of 28 U.S.C. 
§§1331 and 1338 in that the action arises under the Patent Laws of the United 
States, trfle 35, Waited States Coda 

49. In ligfrt of die actual controversy existing between Defendant/Counterclaim- 
Plaintiff and Plaintif^Counterolaim-Defendaiits by virtue of the Complaint filed 
by Plaintifi^C^uaterelaim-Defcnd^ De8adant/<^un^ is 

t entitled to a judgment declaring that Defendanl/Qmntexclaim-Plaintffi does not 
infringe the '399 Patent and that the '399 Patent is invalid. 

COUNT V 

(Declaratory Judgment of Invalidity and Non-inftiogcraent U.S. PatentNo. 6,371,763) 

50. Defendant/Counterclahn-PIaintiff repeats and realleges the allegations contained 
~ N in paragraphs 1 through 47 of this Answer and incorporates them into Count V by 

reference. 

1 51. This i$ an action for Declaratory Judgment pursuant to 28 U&C. § 2201, for the 

purpose of determining a question of actual controversy between 
Plaintif^Couiitcrclaim-Defcndants and Defendanf/CounterclainhPlaintiff. 

52. This Court has jurisdiction over this action pursuant to the provisions of 28 U,S.C. 
§§1331 and 1338 in that the action arises under the Patent Laws of the United 
States, Title 35, United States Coda 

53. In light of the actual controversy existing between Defendant/Counterclaim- 
Plabtiff and PlainbWCounteiolaim-Defcndants by virtue of the Complaint filed 
by Plaintifii^untercl^^ DefendantfCk>unterclaim-Plainti£f is 
entitled to a judgment declaring that Defondant/Counterclaim-Plaintifif does not 
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infringe the *399 Patent and that fee '399 Patent is invalid 
WHEREFORE, the Defendant/tounterclau^^ 

A, That the Complaint be dismissed with pi^udlce; 

B. That tite Itefendamt/Ctou^ bo awarded judgment in its favor 
on its Counterclaims; 

C That on Count I of the Defeidant/Cfeiinterclaim Plaintiffs Counteclaim for 
declaratory judgment concerning the '33? Patent, the Court declare that the 
'339 Patent is invalid and that Defe*dau«/C^^ not 
infringe any claim of the '339 Patent; 

D. That on Count D of the Defendant/Cbamerclaim-Plaintifr^ Counterclaim for 
declaratory judgment concerning the U39 Patent, (he Court declares that the 
•139 Patent is invalid and that Defendant/Countcrclaim--Plaiiitifr does not 
infringe any claim of the * 1 39 Patent; 

B. That on Count HI of the Defeidant/Counterclaim-PIaiutiff 5 Counterclaim for 
declaratory judgment concerning the '970 Patent, the Court declares that the 
•970 Patent is invalid and tot Defendant/Counterclabn-Plaintiff does not 
infringe any claim of the '970 Patent; 

F. That on Count IV of die Defandant/Coun^ Counterclaim for 
declaratory judgment concerning the '044 Patent, the Court declares (hat the 
*044 Patent is invalid and that r^fcndant/Count^claim-PlaintifF does not 
infringe any claim of the '044 Patent; 

G. That on Count V of the Defbndant/Counteiclaim-Piaintiff 3 Counterclaim for 
declaratory judgment concerning the '763 Patent, the Court declares to the 
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'763 Patent is invalid and that Defeiulant/Countwlaira-PWratiEF does not 
inftinge any claim of the *763 Patent; 

H. That the Court declare this matter to be an exceptional case within the 
meaning of 35 U.S.G §285; 

I. That the Court award Defendant/Coanterclaim-Plaintifir ltd costs and expenses 
included therein* including reasonable attorneys' fees; and 

J. That the Court award Dcftedant/Q)iinlerclaixn-Plaintifif such other and farflier 
relief as die Court deem just and proper* 



Dated: New York, New York 
November 12, 2003 



DRINKER BIDDLE & RBATH LLP 

Charles D. Donohae (CD-5165) 
Kathleen A- Donohue (KD-5283) 
30 Broad Street, 30th Floor 
New York, New York 1 0004 
(212)248-3140 
Attorneys for Defendant/ 
Coimlmlah^PMntifir 
Jeneric/Pentron Inc. 



Of Counsel: 

William J. Cass, Esq. 
Andrew C Ryan, Esq. 
CANTOR COLBURN LLP 
55 Griffin Road 

South Bloorofield, Connecticut 06002 
(860)286-2929 
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TO; Bradford X Badke (BB-1335) 
David P. Owens (DO-4776) 
Lisa B. Deutsch (LD-S190) 
DEWEY B ALIANTINE LLP 
1301 Avdrae of the Americas 
New York, New Yoik I0019*60<>2 
(212)259-8000 
Attorneys for Plaintiffs/. 

Dn Robert Sicmrelli 
and Dr. Samuel Masyr 
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